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Intellectual Property – CANEUS Operating Policy

This policy defines all intellectual property rights pertaining to the research and development Projects conducted by or through the membership of CANEUS.  Recognizing the somewhat unique requirements of the university‑industry‑government constituencies, independently and as a collective whole, the broad objectives are:

· To facilitate commercialization of research and development resulting from CANEUS member collaboration and to create incentives for active commercial development, job creation and Aerospace industry expansion.

· To provide incentives for individual participants and participating entities to pursue collaborative research and development leveraging the unique facilities and skills of CANEUS’ participants to obtain commercial applications for the economic benefit of themselves, and the industry.

· To provide for an equitable sharing of rewards from commercialization among those responsible for the invention or discovery, the participating entities and CANEUS, subject to the policies of each participating organization or institution.

In general, the underlying principles that guide the terms of this policy are:

· Each party owns title to the intellectual contribution they make to the Project development.  However, whenever possible, ownership of Jointly Developed IP will be assigned to a single Party especially in those instances where the IP plays a minor role in the other Project team members’ businesses.  The contributing Party will be compensated for the assignment as defined in each Project Teaming Agreement.  It is typically cumbersome to clear the use of a jointly owned patent for subsequent applications and all efforts will be taken to avert the burden.
· CANEUS projects involve both precompetitive and proprietary technology development with the terms of ownership and licensing supporting a supply chain theme that recognizes the role of an end user, system integrator, and suppliers in the distribution of rights to the IP.

· Systems integrators that typically have the responsibility for a system solution comprised of a portfolio of Project developments must have enough control of the IP to protect the resulting product from competitive encroachment.  Supply partners must be prepared to provide exclusive niche market licenses for uniquely configured technologies.

· Valuation of IP (background and new) and licensing terms associated with a Project will be determined before project start and total royalties will be capped at a percent of the sell price of the product or process that results from the Project.  The Project team will agree on the percentage cap prior to project start.

· The specific details and terms of IP associated with a particular Project will be contained in a Project Teaming Agreement that will be negotiated and signed by all the project team members prior to project start.

· CANEUS will play the role of broker when necessary to streamline the technology transfer process in order to accommodate needs of the other interested members and to maximize the value of technology in other non-aerospace niche market opportunities. 

· The true value of a technology is realized only when a commercially viable product or process that utilizes the technology is deployed into the market place.  The CANEUS process promotes the use of pre-competitive Projects to provide a stepping stone proprietary commercially viable product development projects.
ARTICLE 1


DEFINITIONS

1.1
Intellectual Property (IP)


Intellectual Property within the scope of CANEUS membership activities means: 
(a) inventions (whether patentable or unpatentable and whether or not reduced to practice), and all patents (including utility and design patents, industrial designs and utility models), patent applications, patent and invention disclosures and all other rights of inventorship, worldwide, together with all reissuance, continuations, continuations-in-part, divisions, revisions, supplementary protection certificates, extensions and re-examinations thereof; 
(b) copyrights in copyrightable works and all other rights of authorship, worldwide, and all applications, registrations and renewals in connection therewith; 
(c) mask works and semiconductor chip rights, worldwide, and all applications, registrations and renewals in connection therewith; 
(d) trade secrets and confidential business and technical information (including ideas, research and development, know-how, formulas, technology, compositions, manufacturing and production processes and techniques, technical data, engineering, production and other designs, drawings, engineering notebooks, industrial models, software and specifications and any other information meeting the definition of a trade secret under the Uniform Trade Secrets Act); and 
(e) all other proprietary and intellectual property rights and interests relating to any or all of the foregoing.
1.2
Project
The cooperative effort between a team of CANEUS members to develop a product or process aggrandized with micro and nano technology as described in a detailed Project Plan (see Projects/Initiatives – CANEUS Operating Policy OP2.03.08) that is accepted by the CANEUS Board of Directors, constitutes a Project.  A Project must be characterized as pre-competitive or proprietary thereby indicating the applicable CANEUS IP terms.   

1.3
Project Plan

A Project Plan describes the details of each micro and nano technology Project that a group of Members agrees to collaborate on and includes a project description, work breakdown structure with resource allocation, budget, business model, IP plan, and commercialization plan.

1.3
Background IP 

All the intellectual property rights owned by any of the Project team members prior to the start date of the Project development activities and any intellectual property rights which arise from the conception and/or reduction to practice of any team member’s Pre-Existing Technology being used in the Project.

1.4
Pre-Existing Technology

Product or process technology owned by a Member prior to a Project start date and any technology developed solely by a Member subsequent to the Project start date that is applicable to the scope of a Project and will be used in the Project is considered Pre-Existing Technology 

1.5
Jointly Developed IP 
All the technology relating to Project that is conceived made, developed or reduced to practice jointly by the team members during the Project development activity is considered Jointly Developed IP.  A patent shall be considered jointly developed if at least one employee or contractor from more than one Project team member is an inventor with respect to at least one claim of the patent application or the patent that issues on such invention.  

1.6
Project Precompetitive IP

The intellectual property created from the collaborative activities of a Project will be characterized as precompetitive or as proprietary.  Precompetitive IP is the result of the CANEUS precompetitive development activities.  Using the European Unions’ definition;

"Precompetitive development activity " is “the shaping of the results of industrial research into a plan, arrangement of design for new, altered or improved products, processes or services, whether they are intended to be sold or used, including the creation of an initial prototype which could not be used commercially. This may also include the conceptual formulation and design of other products, processes or services and initial demonstration projects or pilot projects, provided that such projects cannot be converted or used for industrial applications or commercial exploitation.”

The majority of CANEUS Projects will be precompetitive in nature and provide opportunities for Members who are competitors to collaborate on high-risk, high-cost developments that appeal to a broad base of membership.  All Institutional, Governmental and Corporate members will have exclusive access to Precompetitive IP from CANEUS Projects.  
1.7
Project Proprietary IP

The intellectual property that is created from the activities associated with a proprietary CANEUS Project is considered Proprietary IP and can only be used for the commercial purposes of the Project team members.   The commercialization oriented CANEUS Projects that have proprietary IP content are more product or process oriented and normally culminate in a final product or process release.  The team members of the Project typically make up the supply chain for the commercial product or process and need to restrict the Project information and development details from potential competition. 

1.8
Project Teaming Agreement

The Project Teaming Agreement includes the Project Plan, IP agreement, Team Administration plan and signature page with the signatures of the authorizing agent from each of the team Members.

ARTICLE 2

OWNERSHIP AND CONTROL OF INTELLECTUAL PROPERTY

2.1
Identification of Intellectual Property
All Members agree to extend their best efforts to identify the application of any Member’s background IP and need for new IP during the definition stage of the Project.  If new applications for IP are identified during the execution of the Project, team members agree to declare, value, and determine compensation for the new IP within a week of disclosure.  
2.2
Background Intellectual Property 

Nothing herein shall be construed to convey or transfer ownership of or license rights to any Member’s Background IP rights.  Each Member acknowledges and agrees that, as between the parties, each Member is and shall remain the sole and exclusive owner of all right, title, and interest in and to its Pre-Existing Technology, and all associated Background IP rights and that this Operating Policy does not affect such ownership or convey any license rights thereto.  Any Party may identify its Background IP rights in the exhibits of the applicable Projects Plans which may be updated from time to time by mutual consent of CANEUS and the Member.
The Members agree to utilize the following process in regards to licensing Pre-Existing Technology and Background IP unless another process is agreed upon in a written amendment to this Operating Policy:  
2.2.1
CANEUS will designate a Member as a Project manager for the Project. The Project manager, with assistance from CANEUS staff and the other declared team members will prepare a draft Project Plan which shall include the disclosed Confidential Information (as set out in Article 5 of the Membership Agreement) and summarize the collaboration efforts and intended technical results relating to the particular micro and nano technology Project.  The Projects/Initiatives – CANEUS Operating Policy OP2.03.08 list the required items to be included in each Project Plan document.  The Project manager shall work with the other team Members to identify the Pre-Existing Technology and Background IP of all Members relating to the Project described in the Project plan.  

2.2.2
When a Member identifies its Pre-Existing Technology and Background IP can be used in a Project and is available for licensing, then the team members shall promptly enter into good faith negotiations concerning such license. The valuation and royalties or compensation for the Pre-Existing Technology and Intellectual Property will be as set forth in the Project Teaming Agreement and must be established before the Project plan is approved as an official CANEUS Project.
2.3
Sole Inventions

All rights, title and interest in and to Intellectual Property Rights created solely by a Member during the Project development activities, which inventions are not made jointly with employees, contractors, consultants or agents of the other team Members and which do not otherwise constitute any team Member property, shall remain vested in the Member which created it.

The Member will be required to file patent applications for its sole inventions as directed by the other team Members and as delineated in each Project Teaming Agreement.  If a particular Member does not have the resources to secure and maintain a patent that is deemed important to the collaboration by the other team Members, CANEUS or the other team Members may take responsibility for securing the intellectual property.

2.4
Jointly Developed IP  

Contributing Members shall be co-owners of the Jointly Developed IP and each Member shall have an undivided, equal interest in and to the Jointly Developed IP including all rights with the following conditions:  

2.4.1
Each Party will have: (i) co-equal and same rights to make, use, sell, modify, distribute and otherwise exploit such Jointly Developed IP as long as the disposition of the intellectual property does not adversely affect the other contributing team Member’s business; and (ii) the right to grant non-exclusive licenses to other CANEUS Members and to obtain any revenue that it may receive therefrom as if the Member owned the Jointly Developed IP as long as the disposition of the intellectual property does not adversely affect the other contributing team Member’s business.

2.4.2
Whenever possible, all Members agree to assign ownership of Jointly Developed IP, to a single team Member especially in those instances where the IP plays a minor role in a particular team Member’s business.  All contributing Members will be compensated for the assignment as defined in each Project Teaming Agreement.  It is typically cumbersome to clear the use of a jointly owned patent for subsequent applications and all efforts will be taken to avert the burden.

2.4.3
With respect to joint IP rights which constitutes know-how or confidential information protectable under relevant laws applicable to trade secrets, each Member agrees that the confidentiality provisions from the CANEUS Membership Agreement shall apply.

2.4.4
To the extent necessary to ensure that such joint ownership will vest in the filing Member, each team Member hereby assigns and transfers to the filing Member undivided joint ownership interest in and to any Jointly Developed IP rights whose ownership might otherwise vest in such Member.  Each team Member will render all customary and reasonable assistance to the filing Member, including without limitation to execution and delivery of all additional documents reasonably requested by the filing Member, free of charge, as the requesting Member may request in good faith in order for such requesting Member to perfect, register, and/or enforce (including any action necessary to convey proper standing to sue upon a Member) all Joint Developed IP rights relating to such requesting Member's undivided joint ownership in the Jointly Developed IP in any and all countries.

2.4.5
Each team Member shall promptly disclose to the other team Members any invention that is Jointly Developed IP for which such Member wants to file a patent application.  With respect to each such invention, the team Members will collectively determine who shall, in the name of the team Members, apply for and seek issuance of, and upon issuance, maintain the patent for each such invention.  The other Members will take all actions reasonably necessary to cooperate with and assist the filing Member in the filing, prosecution and application of such patents.  All costs of applying for and maintaining such patents will be paid by the filing Party.   All such patents and applications therefore will be filed and held in the names of all parties jointly unless all Parties agree to assign title to one Party.
2.5
Enforcement

Each team Member shall give prompt written notice to the other team Members if such Member intends to assert or file a claim against a third Party with respect to infringement of any Joint Intellectual Property Rights.  
2.6
Restrictions on Transfer  

No Member may transfer or assign its interest in and to the Jointly Developed IP nor the rights to a third Party without the prior written consent of the other team Members or unless other conditions are agreed to in the Project Teaming Agreement. 
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